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DETAILED ACTION 

Applicant's amendments and request for reconsideration filed 1 1/21/07 are 
acknowledged and the amendments are entered. 

Claims 6-18 and 20-34 are currently pending, and claims 6-8, 10-14, 16-18 and 20-21 are 
under examination. Claims 9, 15 and 22-34 have been previously withdrawn from further 
consideration. 

Applicant's arguments filed 1 1/21/07 in response to the previous Office action mailed 
6/21/07 have been fully considered but they are not deemed to be fully persuasive. The following 
rejections and/or objections are either reiterated from the previous Office action or newly applied 
but necessitated by applicant's amendments, and constitute the complete set presently being 
applied to the instant application. Rejections and/or objections set forth in the previous Office 
action but not reiterated herein are hereby withdrawn either in view of the amendments filed 
1 1/21/07 or in view of applicant's arguments. 

Claim Rejections-35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions 
and requirements of this title. 

Claims 6-8, 10-14, 16-18 and 20-21 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 
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The claims are drawn to a system comprising various objects, wherein each object has 
corresponding data and processes, and wherein the data is encapsulated. 

The specification in paragraph [0067] states: 

This section describes a new diagnostic paradigm that uses software objects to establish 
a broad, generalized software environment for medical diagnosis, which is used to define 
and develop the programming elements of medical diagnosis. The objects are then used 
to guide and control the diagnostic process, to conduct the patient interview, to perform 
related analytical tasks, and to generate the diagnoses. A software object is a 
fundamental software structure that can be used to organize the processes and data of a 
computer program in such a way as to make possible very complicated applications. This 
description will discuss novel uses of object oriented programming (OOP) in medical 
diagnosis, such as the use of software objects for the purpose of fully automated medical 
diagnosis .... 



It thus appears apparent from the above descriptions that an object is not a physical object 
but rather a combination of data and processes or a software, and the system comprising a 
plurality of objects is a software environment or a data structure. However, a computer program, 
per se, i.e. the software, and data structure, albeit being functional descriptive material, are 
nonstatutory if not recorded on a computer readable medium. See MPEP 2106.01 [R-6]. In the 
instant case, the claims recites no computer readable medium or other physical structure where 
the software or data structure is recorded or stored. 

As to the phrases "encapsulated" and "engine" recited in the claims, the specification in 
paragraph [0066] states: 

The data are said to be "encapsulated, " meaning that they are hidden, so that a user of 
the object only sees processes that can be invoked. Using an object's processes, one can 
then manipulate the data without having to know the exact location and format of the 
data. When more than one copy of the object is required, one can make copies of the 
data, but use the same process set to manipulate each of the copies as needed. This set of 
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processes can then be thought of as an "engine" that controls or represents the objects' 
behavior, whether there are 10 or 10,000 object copies. 

Considering that the words encapsulated and engine are put in quotation markers and 
given the context thereof, it is clear that it is not meant that the data are physically encapsulated 
and engine is not a physical engine but rather "thought of as an engine." Again, this fits the 
examiner's interpretation above that the claims appear to be drawn to data structure only without 
being on a computer readable medium or other physical structure. 

Therefore, the claims are drawn to nonstatutory subject matter. 

Applicant's arguments filed 1 1/21/07 have been fully considered but they are 
unpersuasive. 

Applicant cites the MPEP section 2106.01(1) and argues that when a computer program is 
recited in conjunction with a physical structure, such as a computer memory, the USPTO 
personnel should treat the claim as a product claim. See page 8 of the response filed 1 1/21/07. 
This is unpersuasive because M a physical structure, such as a computer memory" or any other 
physical structure is not recited in the claims. The claims, e.g. claim 6, are drawn to a system 
comprising multiple objects, which are combinations of data and processes based on the 
description in the specification as set forth above. 

Applicant further cites the MPEP and the USPTO's Interim Guidelines for Examination 
of Patent Applications for Patent Subject Matter Eligibility and argues that a claimed invention 
may be a combination of devices that appear to be directed to a machine and one or more steps 
of the functions performed by the machine, and an apparatus claim with process steps is not 
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classified as a hybrid claims, etc. See page 9 of the response. This is not found persuasive 
because none of the claims recite a physical device or apparatus comprised in the claimed 
system. 

Applicant refers to the interview conducted with SPE Marjorie Moran on 9/18/07, but as 
indicated in the Interview Summary attached herein, examiner Moran only agreed that claim 19 
describes a data structure, which is different from claim 6 drawn to data objects. Nevertheless, as 
indicated in the MPEP 2106.01 [R-6], "when functional descriptive material is recorded on some 
computer readable medium, it ... will be statutory in most cases the rejection could be 
overcome if it is so amended. However, applicant is cautioned against introducing new matter in 
claim amendments. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 6-8, 10-14, 16-18, and 20-21are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Iliff, E. C. (IDS document: US 5,935,060, Aug. 10, 1999) in view of Akers et 
al. (US 2004/0017475 Al). 

The claims are drawn to a system comprising various objects selected from disease 
object, symptom object, valuator object, question object, node object, and candidate object, 
wherein each object has corresponding data and processes, and wherein the data is encapsulated. 

Iliff discloses a medical diagnosis computer system comprising various data and scripts 
and software for using the system and the data for diagnosis. See at least the Abstract. The 
combination of data and scripts for manipulating the data is interpreted as reading on the 
"object" recited in the instant claims. 

With regard to claims 6-7, the system of Iliff comprises at least a plurality of disease 
objects and a plurality of symptom objects. See at least Fig. 3B and Fig. 10, and columns 1-3. 
Further, in the system of Iliff, the script engine will execute an individual script which is linked 
to specific data. Thus, each object is only to see the script of another object, not the data. 

With regard to claim 8, the system of Iliff comprises a "diagnostic script engine," which 
is interpreted to be the engine object recited in the claim. See at least Fig. IB, and columns 1-3. 

With regard to claim 10, the objects in the system of Iliff are arranged in a hierarchical 
relationship so that the result of one is the input of another. See at least Fig. 2, and columns 1-3. 
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With regard to claim 1 1, the system of Iliff comprises, in addition to the disease and 
symptom objects as in claims 6-7 above, also comprises question object, node object, valuator 
object and candidate objects. See at least Figures 7-15, and columns 1-3. 

With regard to claims 12-14, and 18, the system of Iliff comprises symptom, valuator and 
node objects, where symptom object invokes valuator object, which in turn invokes the question 
object, which then invokes the node object. See at least Fig. 4b and columns 1-3. 

With regard to claims 16 and 17, Iliff discloses that a particular disease is associated with 
geographic information and diseases in a population and the frequencies therein. The system also 
comprises data and scripts for a plurality different diseases sharing common symptoms, such as 
"fever" shared by appendicitis, intestinal flu, food poisoning, and malaria. See at least column 8. 

With regard to claim 20, Fig. 3B of Iliff shows that one disease object, e.g. disease object 
A, asks questions, and depending on the answers, the diagnostic process could stay on object A 
or goes to disease object B, which in turn asks questions, and again, depending on answers, it 
could to the next disease object, until finally, it may go to the last disease object X. Thus, disease 
object X is an object that monitors the questions and answers of the other disease objects. 

With regard to claim 21 , the system of Iliff comprises a script engine that coordinates all 
the entire process of diagnosis because it controls all the scripts. See at least columns 18-19. 

However, Iliff does not disclose that the data in the objects are encapsulated so that they 
cannot be seen by a user. 

Akers et al. disclose an apparatus and method for computerized multi-media data 
including medical data such as medical record data files organization and transmission. Akers et 
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al. stress the importance of keeping the integrity of data files and mechanisms of preventing data 
from being modified by a user. Akers et al. state that "medical diagnostic data, physician 
comment data, and other suitable data can be encapsulated such that any attempt to alter or 
modify the data will be prevented or detected." See paragraph [0096]. Akers et al. further state 
that "[r]ecord encapsulation system ... can encapsulate an entire medical data file for a patient so 
as to maintain the integrity of the entire medical record data filed ... In one exemplary 
embodiment, record encapsulation system ... includes encryption algorithms that generate a vale 
based upon the exact data structure of the entire medical record data file such that any 
modifications to the medical record data file can be detected." See paragraph [0107]. 

Thus, Akers et al. not only teach the importance of keeping data encapsulated or hidden 
but also provide detailed systems and algorithms for doing that. One having ordinary skill in the 
art at the time of the instant invention was made would have been motivated by Akers et al. to 
modify the system of Iliff so that the data would be encapsulated and hidden to a user to keep the 
data from being modified by a user. There would also be a reasonable expectation for success as 
Akers et al. provide the detailed system and algorithm for the encapsulation. 

Provisional Double Patenting 

A rejection based on double patenting of the "same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d467, 114USPQ 330 (CCPA 1957); 
and In re VogeU 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 
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Claims 6-8, 10-14, 16-18, and 20-21 are provisionally rejected under the judicially 
created doctrine of obviousness-type double patenting as being unpatentable over claims 6-8, 20- 
30 and 49-50 of US copending Application No. 09/785,044. 

This rejection is reiterated from the previous Office action. Applicant does not argue 
against the rejection but states that s since the claims in the copending application has not been 
allowed, applicant defers action on this item until the claims of the copending application are 
allowed. The rejection is hence retained for the same reasons set forth in the previous Office 
action. 

Claims 6-8, 10-14, 16-18, and 20-21 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-14 of US 6,527,713 B2, 
Mar. 4, 2003 in view of Akers et al. (US 2004/0017475 Al). 

Claims 1-14 of US 6,527,713 are drawn to a method and a system comprising different 
objects as those recited in the instant claims. However, claims 1-14 of US 6,527,713 do not recite 
that the data are encapsulated. 

As set forth above, Akers et al. disclose an apparatus and method for computerized multi- 
media data including medical data such as medical record data files organization and 
transmission. Akers et al. stress the importance of keeping the integrity of data files and 
mechanisms of preventing data from being modified by a user. Akers et al. state that "medical 
diagnostic data, physician comment data, and other suitable data can be encapsulated such that 
any attempt to alter or modify the data will be prevented or detected." See paragraph [0096]. 
Akers et al. further state that "[rjecord encapsulation system ... can encapsulate an entire medical 
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data file for a patient so as to maintain the integrity of the entire medical record data filed ... In 
one exemplary embodiment, record encapsulation system ... includes encryption algorithms that 
generate a vale based upon the exact data structure of the entire medical record data file such that 
any modifications to the medical record data file can be detected." See paragraph [0107]. 

Thus, Akers et al. not only teach the importance of keeping data encapsulated or hidden 
but also provide detailed systems and algorithms for doing that. One having ordinary skill in the 
art at the time of the instant invention was made would have been motivated by Akers et al. to 
modify the system and method of claims 1-14 of US 6,527,713 so that the data would be 
encapsulated and hidden to a user to keep the data from being modified by a user. There would 
also be a reasonable expectation for success as Akers et al. provide the detailed system and 
algorithm for the encapsulation. 



Conclusion 

No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shubo (Joe) Zhou, whose telephone number is 571-272-0724. 
The examiner can normally be reached Monday-Friday from 8 A.M. to 4 P.M. If attempts to 
reach the examiner by telephone are unsuccessful, the examiner's supervisor, Marjorie Moran, 
can be reached on 571-272-0720. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Patent applicants with problems or questions regarding electronic images that can be 
viewed in the Patent Application Information Retrieval system (PAIR) can now contact the 
USPTO's Patent Electronic Business Center (Patent EBC) for assistance. Representatives are 
available to answer your questions daily from 6 am to midnight (EST). The toll free number is 
(866) 217-9197. When calling please have your application serial or patent number, the type of 
document you are having an image problem with, the number of pages and the specific nature of 
the problem. The Patent Electronic Business Center will notify applicants of the resolution of 
the problem within 5-7 business days. Applicants can also check PAIR to confirm that the 
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problem has been corrected. The USPTO's Patent Electronic Business Center is a complete 
service center supporting all patent business on the Internet. The USPTO's PAIR system 
provides Internet-based access to patent application status and history information. It also 
enables applicants to view the scanned images of their own application file folder(s) as well as 
general patent information available to the public. For all other customer support, please call the 
USPTO Call Center (UCC) at 800-786-9 1 99. 

/Shubo (Joe) Zhou/ 

Shubo (Joe) Zhou, Ph.D. 
Primary Patent Examiner 



